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STATE OF NEW YORK

3365
2011- 2012 Regul ar Sessi ons
I N ASSEMBLY
January 25, 2011

Introduced by M of A MORELLE, DESTITO LUPARDO, MAGNARELLI -- Muilti-
Sponsored by -- M of A BOYLAND, CANESTRARI, GOITFRIED, HEASTIE
LAVINE, V. LOPEZ, ROBINSON, SWEENEY -- read once and referred to the
Committee on Econoni c Devel opnent

AN ACT to anend the public authorities law, in relation to creating the
intellectual property asset managenent advi sory council; and providing
for the repeal of such provisions upon expiration thereof

THE PEOPLE OF THE STATE OF NEW YORK, REPRESENTED | N SENATE AND ASSEM
BLY, DO ENACT AS FOLLOWE:

Section 1. Legislative intent. The legislature finds and declares
that the intellectual property generated by state-funded research
represents a great opportunity to return social and economc value to
the New York taxpayer in return for public investnment in research. It is
further found and declared that the public interest in research outcones
needs to be protected both by the state and by the beneficiaries of such
awards, including research bodies who are the grant recipients. It is
further found and declared that the dissem nation, application and
utilization of the results of research grants can play a significant
role in the devel opment of new consuner and industrial products, of new
i ndustrial processes, and in the enhancenent of the productivity and
conpetitiveness of business involved in the production of existing
products. The legislature further finds that the state needs to nanage
its intellectual property effectively so that it is best wutilized for
the benefit of the state, the taxpayers, and the private sector. It is
further found and declared that state agency and public authority poli-
ci es should be appropriately fornmed and upheld in practice to ensure al
participants in research and in commercialization of research discover-
I es understand their obligations and responsibilities. Therefore, the
| egi sl ature hereby declares the creation of the New York state intellec-
tual property asset managenent advi sory council

EXPLANATI ON- - Matter in I TALICS (underscored) is new, matter in brackets
[ ] is oldlawto be onmtted.
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S 2. The public authorities law is anmended by addi ng a new section
3154-a to read as foll ows:

S 3154- A, | NTELLECTUAL PROPERTY ASSET MANAGEMENT ADVI SORY COUNCI L. 1.
DEFI NI TIONS. AS USED IN THI' S SECTI ON, THE FOLLOW NG TERMS SHALL HAVE THE
FOLLOW NG MEANI NGS UNLESS OTHERW SE SPECI FI ED:

(A) "PATENTABLE | NVENTI ONS" SHALL MEAN | NVENTI ONS THAT FALL W THI N THE
SCOPE OF PATENTABLE SUBJECT MATTER UNDER THE LAWS OF THE UNI TED STATES
BUT ARE NOT YET THE SUBJECT OF AN | SSUED PATENT.

(B) "PATENTED | NVENTI ONS* SHALL MEAN THOSE RIGHTS REFLECTED |IN
SUBSI STI NG PATENTS |SSUED BY ANY GOVERNVENT, |NCLUDING THE UN TED
STATES.

(C) "STATE-OMED | NTELLECTUAL PROPERTY RI GHTS" SHALL MEAN ANY AND ALL
| NTELLECTUAL PROPERTY THAT IS OANED BY THE STATE, | NCLUDI NG ALL TRADE-
MARKS AND SERVI CE MARKS, COLLECTI VE MARKS AND CERTI FI CATI ON MARKS, ALL
COPYRI GHTS, ALL TRADE SECRETS, ALL PATENTABLE | NVENTIONS, AND ALL
PATENTED | NVENTI ONS.

2. THERE | S HEREBY CREATED THE | NTELLECTUAL PROPERTY ASSET MANAGEMENT
ADVI SORY COUNCIL TO DEVELOP RECOWVMENDATIONS TO THE BOARD ON HOW THE
STATE SHOULD TREAT STATE- ONNED | NTELLECTUAL PROPERTY CREATED UNDER STATE
CONTRACTS, GRANTS AND AGREEMENTS. THE ADVI SORY COUNCI L SHALL CONSI ST OF
ELEVEN MEMBERS AS FOLLOAS: ONE SHALL BE THE COVWM SSI ONER OF ECONOM C
DEVELOPMENT; ONE SHALL BE THE PRESI DENT OF THE NEW YORK STATE ENERGY
RESEARCH AND DEVELOPMENT AUTHORI TY; ONE SHALL BE A TRUSTEE OF THE STATE
UNI VERSI TY OF NEW YORK; ONE SHALL BE A TRUSTEE OF THE CI TY UNI VERSITY OF
NEW YORK; ONE SHALL BE A MEMBER OF THE BOARD OF GOVERNORS OF THE COWM S-
SI ON ON | NDEPENDENT COLLEGES AND UNI VERSITIES; AND SEVEN SHALL BE
MEMBERS OF THE PUBLIC WTH THREE APPO NTED BY THE GOVERNOR W TH THE
ADVI CE AND CONSENT OF THE SENATE, W TH TWO APPO NTED BY THE SPEAKER OF
THE ASSEMBLY, AND W TH TWO APPO NTED BY THE TEMPORARY PRESI DENT OF THE
SENATE. THE SEVEN PUBLI C MEMBERS SHALL BE | NDI VI DUALS W TH OUTSTANDI NG
KNOALEDGE AND LEADERSHIP IN ONE OF THE FOLLOW NG FI ELDS: H GH RI SK
VENTURE | NVESTMENTS | N NEW SCI ENTI FI C OR TECHNOLOG CAL BUSI NESSES OR NEW
SCI ENTI FI C OR TECHNOLOG CAL PRODUCT DEVELOPMENT; PROFESSI ONAL AND BUSI -
NESS SERVI CES W TH MORE THAN TEN YEARS OF EXPERI ENCE | N THE LI CENSI NG OF
| NTELLECTUAL PROPERTY; PATENT, TRADEMARK, COPYRI GHT, AND TRADE SECRETS
LAW OF THE UNI TED STATES; | NTERNATI ONAL PATENT LAW | NCLUDI NG PATENT
COOPERATI ON TREATI ES; OR UNI VERSI TY TECHNOLOGY TRANSFER AND COMVERCI ALI -
ZATI ON.  THE GOVERNOR SHALL APPO NT A CHAI RPERSON FROM AMONG THE MEMBERS
OF THE ADVI SORY COUNCI L.

3. ALL MEMBERS OF THE ADVI SORY COUNCI L SHALL SERVE FOR A TWDO YEAR
TERM OR UNTIL SUCH TI ME AS THE ADVI SORY COUNCI L HAS COWPLETED | TS RECOwW
MENDATI ONS TO THE BQOARD.

4. THE MEMBERS OF THE ADVI SORY COUNCI L SHALL RECElI VE NO COVPENSATI ON
FOR THEI R SERVI CES, BUT SHALL BE REI MBURSED FOR THE ACTUAL AND NECESSARY
EXPENSES | NCURRED BY THEM I N THE PERFORMANCE OF THEI R DUTI ES UNDER THI' S
ARTI CLE.

5. NOTW THSTANDI NG ANY | NCONSI STENT PROVISION OF LAW ORDI NANCE,
RESCLUTI ON OR CHARTER, NO OFFI CER, MEMBER OR EMPLOYEE OF THE STATE OR OF
ANY PUBLI C CORPORATI ON SHALL FORFEIT H'S OR HER OFFI CE OR EMPLOYMENT BY
REASON OF H' S OR HER ACCEPTANCE OF APPO NTMENT AS A MEMBER OF THE ADVI -
SORY COUNCI L, NOR SHALL SERVICE ON SUCH ADVISORY COUNCIL BE DEEMED
| NCOVPATI BLE OR I N CONFLI CT W TH SUCH OFFI CE OR EMPLOYMENT.

6. THE ADVI SORY COUNCI L SHALL MEET REGULARLY AND AT LEAST FOUR TI MES
PER YEAR SPECI AL MEETI NGS MAY BE CALLED BY THE CHAI RPERSON OF THE ADVI -
SORY COUNCI L AND SHALL BE CALLED BY HHM OR HER AT THE REQUEST OF THE
EXECUTI VE DI RECTOR OF THE FOUNDATI ON.



Co~NOoOUIT~hWNE

A. 3365 3

7. THE ADVI SORY COUNCI L SHALL SUBM T I TS RECOMVENDATI ONS I N WRI TI NG TO
THE BOARD WTHIN TWD VYEARS AFTER THE FIRST MEETING OF ALL ELEVEN
MEMBERS. THE ADVI SORY COUNCI L' S RECOMVENDATI ONS SHALL | NCLUDE, BUT NOT
BE LIM TED TO, THE FOLLOW NG

(A) VWHETHER ALL, NONE OR SOVE OF THE RIGHTS ARI SING OQUT OF THE
CREATI ON OF | NTELLECTUAL PROPERTY SHOULD BE DEDI CATED TO THE PUBLIC
DOMVAI N.

(B) HOW THE STATE SHOULD MAXI M ZE THE PROTECTI ON OF | NTELLECTUAL PROP-
ERTY THAT I T OMNS.

(© HOW STATE EMPLOYEES AND OFFICIALS SHOULD BE MADE AWARE OF THE
OBLI GATI ONS, RESTRI CTI ONS, REQUI REMENTS AND OPPORTUNI TI ES REGARDI NG THE
PROTECTI ON AND MANAGEMENT OF STATE- OANED | NTELLECTUAL PROPERTY.

(D) HOW STATE EMPLOYEES AND OFFI Cl ALS SHOULD BE | NFORMED ON DI SCLOSURE
AND WHETHER A UNI FORM SYSTEM OF DI SCLOSURE SHOULD BE DEVELOPED AND
| MPLEMENTED.

(E) WHAT ACTIONS ARE BEING TAKEN BY STATE AGENCIES, AUTHORI TIES,
DEPARTMENTS, BOARDS AND COWM SSI ONS TO MANAGE STATE- OANED | NTELLECTUAL
PROPERTY.

(F) HOW OMERSH P RI GHTS SHOULD BE DETERM NED WHEN | NTELLECTUAL PROP-
ERTY |S CREATED BY STATE EMPLOYEES IN THE COURSE OF THEI R STATE EMPLOY-
VENT.

8. BASED ON THE RECOMVENDATI ONS OF THE ADVI SORY COUNCIL, THE BOARD
SHALL SUBM T A REPORT TO THE GOVERNOR, THE SPEAKER OF THE ASSEMBLY AND
THE TEMPORARY PRESI DENT OF THE SENATE PROVI DI NG GUI DANCE ON HOW TG

(A) PROMOTE THE UTI LI ZATION OF | NTELLECTUAL PROPERTY ARISING FROM
STATE- SUPPORTED CONTRACTS, GRANTS AND AGREEMENTS.

(B) ENCOURAGE MAXI MUM PARTI Cl PATI ON OF SMALL- BUSI NESS FI RVS | N LI CENS-
| NG STATE- OANED | NTELLECTUAL PROPERTY.

(© PROVOTE COLLABORATI ON BETWEEN COMVERCI AL CONCERNS AND STATE ENTI -
TIES I N COWERCI ALI ZI NG STATE- OANED | NTELLECTUAL PROPERTY.

(D) ENSURE THAT THERE ARE MECHANI SMS | N PLACE THAT ALLOW THE STATE TO
OBTAIN CERTAIN M N MAL RI GHTS | N STATE- SUPPORTED | NTELLECTUAL PROPERTY
TO MEET THE NEEDS OF THE STATE AND PROTECT THE PUBLI C AGAI NST NONUSE OR
UNREASONABLE USE OF SUCH | NTELLECTUAL PROPERTY.

S 3. This act shall take effect on the one hundred twentieth day after
it shall have becone a | aw, provided, however, that effective i Mmedi at e-
ly, the addition, anendnment and/or repeal of any rule or regul ation
necessary for the inplenentation of this act on its effective date are
aut hori zed and directed to be made and conpl eted on or before such date;
provided, further, that this act shall remain in effect until one
hundred twenty days after the New York state foundation for science,
technol ogy and innovation board submts the report required by subdivi-
sion 8 of section 3154-a of the public authorities law to the governor,
the tenporary president of the senate and the speaker of the assenbly,
at which tinme this act shall expire and be deened repealed and;
provi ded, further, that the New York state foundation for science, tech-
nol ogy and innovation board shall notify the legislative bill drafting
comm ssi on upon the subm ssion of the report required by subdivision 8
of section 3154-a of the public authorities lawin order that the
commi ssion nmay maintain an accurate and tinely effective data base of
the official text of the laws of the state of New York in furtherance of
effectuating the provisions of section 44 of the legislative |aw and
section 70-b of the public officers |aw



