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STATE OF NEW YORK

4878
2009- 2010 Regul ar Sessi ons
I N ASSEMBLY
February 6, 2009

Introduced by M of A MORELLE, MAGNARELLI, WEPRIN, DESTITO -- read once
and referred to the Commttee on Governnental Operations

AN ACT to amend the executive law and the public officers law, in
relation to establishing principles governing the nmanagenent of state-
owned intell ectual property

THE PEOPLE OF THE STATE OF NEW YORK, REPRESENTED | N SENATE AND ASSEM
BLY, DO ENACT AS FOLLOWE:

Section 1. Legislative intent. The |l egislature finds and decl ares t hat
it isinthe interest of the state to ensure that the results of state-
funded research are pronptly devel oped and protected and, where appro-
priate, nade available in the public domain. It is further found that
the people of the state should derive a substantial benefit from state
i nvestnments in research and devel opnent, including: the dissem nation of

scientific discoveries; inprovenents in the public health and wel fare;
the introduction of new technol ogies, and the conmercialization of the
product of state-funded research that wll lead to job creation and

enhanced state revenues.

The legislature further finds that the state needs to nanhage its
intellectual property effectively so that it is best utilized for the
benefit of the state and its citizens. It is further found that the
intellectual property policies of individual state agencies and authori -
ties should be appropriately fornmed and upheld in practice to ensure al
participants in state-funded research and in conmercialization of
research di scoveries understand their obligations and responsibilities.
Therefore, the legislature finds it necessary to enact policies govern-
ing the managenent of intellectual property resulting from research
conducted in state facilities or with state funds.

S 2. The executive law is anended by adding a new section 33 to read
as foll ows:

EXPLANATI ON- - Matter in I TALICS (underscored) is new, matter in brackets
[ ] is oldlawto be onmtted.
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S 33. PRI NCI PLES GOVERNI NG THE MANAGEMENT OF STATE- OMNED | NTELLECTUAL
PROPERTY. 1. FOR THE PURPOSES OF THI S SECTI ON, THE FOLLOW NG WORDS SHALL
HAVE THE FOLLOW NG MEANI NGS:

A.  "STATE AGENCY" SHALL MEAN ANY STATE DEPARTMENT, BQARD, BUREAU,
DI VISION, COW SSI ON, COWM TTEE, PUBLI C AUTHORI TY, PUBLI C BENEFI T CORPO
RATI ON, COUNCIL, OFFICE, UN VERSITY, COLLEGE, OR OTHER GOVERNMENTAL
ENTI TY PERFORM NG A GOVERNVMVENTAL OR PROPRI ETARY FUNCTI ON FOR THE STATE.

B. "INTELLECTUAL PROPERTY" SHALL MEAN | NTANG BLE ASSETS THAT ARE
SUBJECT TO STATUTORY PROTECTI ON UNDER APPLI CABLE PATENT, COPYRI GHT, AND
TRADEMARK LAW | NCLUDI NG PATENTABLE | NVENTI ONS.

2. ANY STATE ACGENCY POLI CY GOVERNI NG THE MANAGEMENT OF | NTELLECTUAL
PROPERTY RESULTI NG FROM RESEARCH CONDUCTED | N STATE FACI LI TIES, BY STATE
EMPLOYEES, OR W TH STATE FUNDS SHALL CONFORM TO THE FOLLOW NG PRI NCI -
PLES:

A. THE STATE SHALL RETAIN A NON- EXCLUSI VE, ROYALTY- FREE LI CENSE TO USE
THE | NTELLECTUAL PROPERTY FOR NONCOMVERCI AL PURPCSES;

B. IF A STATE AGENCY DOES NOT PURSUE COWMERCI ALI ZATI ON OR PATENT
RI GHTS W THI N REASONABLE TIME LIM TS, THE STATE MUST BE ABLE TO TAKE
TI TLE TO THE | NVENTI ON,

C. WHEN | NTELLECTUAL PROPERTY | S NOT DEDI CATED TO THE PUBLI C DOVAI N,
GOOD FAI TH EFFORTS | N DEMONSTRABLE OQUTREACH, SUCH AS ACTI VE TECHNOLOGY
TRANSFER OFFI CES AND OQUTREACH TO BUSI NESS ASSCCI ATI ONS AND VENTURE CAPI -
TAL AND ANGEL NETWORKS SHOULD BE MADE TO COWMMERCI ALI ZE THE TECHNCOLOGY | N
NEW YORK STATE;

D. |F INTELLECTUAL PROPERTY IS SOLD OR LI CENSED TO PRI VATE BUSI NESSES,
AND A SUFFI Cl ENT REVENUE STREAM | S GENERATED, THE STATE SHALL RECEI VE A
RETURN ON | TS | NVESTMENT AND, WHEN | NTELLECTUAL PROPERTY IS SO.D OR
LI CENSED TO PRI VATE BUSI NESSES NOT RESI DENT | N NEW YORK STATE, THE STATE
SHALL OBTAIN A H GHER RETURN ON I TS I NVESTMENT THAN I T WOULD | F THE
PRODUCT RESULTI NG FROM THE | NTELLECTUAL PROPERTY WERE COMVERCI ALI ZED
W THI N NEW YORK STATE; AND

E. WHEN RESEARCH | S CONDUCTED DI RECTLY BY A STATE AGENCY, THE | NDI VI D
UAL WHOSE RESEARCH LEADS TO THE DI SCOVERY OF A PATENTABLE | NVENTI ON
SHOULD SHARE | N ANY PROCEEDS RESULTI NG FROM THE SALE OR LI CENSE OF THE
| NVENTI ON.

S 3. Subdivisions 2 and 3 of section 64-a of the public officers |aw,
as added by chapter 453 of the laws of 1989, are anended to read as
fol | ows:

2. The departnment and agency patent policies in effect on the effec-
tive date of this section shall be continued, PROVI DED THAT THEY CONFORM
TO THE PRI NCI PLES SET FORTH I N SECTION THI RTY-THREE OF THE EXECUTI VE
LAW Such existing policies, unless pronul gated pursuant to article
ei ght of the education |law, shall be subject to the approval of the
di rector of the budget and the state conptroller.

3. A state departnent or agency may, after the effective date of this
section, adopt a patent policy, or amend a patent policy previously
approved by the director of the budget for such agency, subject to the
approval of the director of the budget, the state conptroller and the
director of the office of enployee rel ations, PROVIDED THAT SUCH POLI CY
CONFORMS TO THE PRI NCI PLES SET FORTH IN SECTION TH RTY-THREE OF THE
EXECUTI VE LAW Were such policy or anendnent affects a termor condi-
tion of enploynment, such policy or amendnent shall be adopted in accord-
ance with the provisions of article fourteen of the civil service | aw.

S 4. This act shall take effect immediately.



